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DETAILED ACTION 

Receipt of amendment and response dated 10-2-07 is acknowledged. 
Claims 12-14, 17-20 and 23-31 are pending. 

Claim Interpretation 
A review of the instant specification and the amendments to claims presented on 
3-22-03, 7-15-05 and -130-06 reveal that dicarboxylic acid monoester or dicarboxylic 
monoester salts such as alkali metal salts, alkaline earth metal salts, ammonium salts, 
alkyl ammonium salts and glucammonium salts, act as anionic surfactant foam 
stabilizers in the instant invention. According to the present amendment, the claimed 
composition (claims 12) requires 4 components - 1 ) an oliglycoside, 2) at least one of a 
dicarboxylic acid monoester and dicarboxylic monoester salt, wherein the monoester 
comprises the residue of a C6-C22 fatty alcohol, 3) anionic foam stabilizer and 4) 
mucous membrane compatibility enhancer selected from the group consisting of alkali 
metal salts, alkaline earth metal salts, ammonium salts, alkyl ammonium salts and 
glucammonium salts and optionally, an active ingredient. However, instant claim 18, 
directed to a process, recites components 1 and 2 of the above, where the component 2 
is an anionic foam stabilizer and mucous membrane compatibility enhancer and where 
the salt of component 2 is selected from the group consisting of alkali metal salts, 
alkaline earth metal salts, ammonium salts, alkyl ammonium salts. 
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In view of the amendment, the following is a new rejection : 

Claim Rejections • 35 USC §112 
Claims 12-14, 24 and 26-28 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

According to the present amendment, the claimed composition (claims 12) requires 4 
components - 1 ) an oliglycoside, 2) at least one of a dicarboxylic acid monoester and 
dicarboxylic monoester salt, wherein the monoester comprises the residue of a C6-C22 
fatty alcohol, 3) anionic foam stabilizer and 4) mucous membrane compatibility 
enhancer selected from the group consisting of alkali metal salts, alkaline earth metal 
salts, ammonium salts, alkyl ammonium salts and glucammonium salts and optionally, 
an active ingredient. However, instant claim 18, directed to a process, recites 
components 1 and 2 of the above, where the component 2 is an anionic foam stabilizer 
and mucous membrane compatibility enhancer and where the salt of component 2 is 
selected from the group consisting of alkali metal salts, alkaline earth metal salts, 
ammonium salts, alkyl ammonium salts. It is unclear if the composition of the instant 
claims requires only 2 components as in claim 18 or requires 4 components as 
interpreted by the examiner. Further, dependent claims 13 and 14 recite that the foam 
stabilizer is a monoester of C2-12 dicarboxylic acid, with claim 14 specifically reciting 
dicarboxylic acids. It is unclear if the description pertaining under b) is referring to a 
single component or different components, as explained above. A clarification and 
appropriate correction is requested. 
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The following rejection of record is maintained: 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 12-14, 17-20 and 23-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 3623887 ('887) and JP 09308822. 

'887 teaches food compositions such as flour mixes comprising a mixture of a 
fatty alcohol of C1 2-24 atoms and at least one of ester, including a fatty alcohol mono 
ester of a dicarboxylic acid (col. 1, L 14-30), for enhancing the emulsification. The fatty 
alcohol containing monoesters of dicarboxylic acids of '887 (col. 2, L 46-69) read on the 
instant component b and also includes the same dicarboxylic acids that are claimed in 
the dependent claims. '887 teach that the emulsification enhancement properties of the 
above compounds are also useful in cosmetic, pharmaceutical compositions in addition 
to food compositions (col. 1). Examples of '887 further teach sodium salts of 
dicarboxylic acid monoesters such as sodium stearyl fumarate (se example 3). '887 do 
not teach the component a) of the instant claims. 

JP teaches oil-in-water emulsion composition comprising polyglycerol esters, one 
or more alkyl polyglucoside for use in food, cosmetic and drug industrial products (see 
abstract, paragraph 001 5). JP teaches the instant claimed oligoglycosides for obtaining 
fine emulsions and also good emulsion stability (0019). 
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Thus, it would have been obvious for one of an ordinary skill in the art at the time 
of the instant invention to use the alkyl oligoglycoside of JP in the food composition 
containing dicarboxylic acid monoesters of fatty alcohols of US '887 because '887 
teaches the monoesters of dicarboxylic acids enhance the emulsification of the food 
composition and JP also teaches the alkyl oligoglucosides for enhanced emulsification. 
Thus, both JP and '887 teach the claimed components for the same purpose i.e., 
enhanced emulsification, in the same types of compositions and also both the 
references suggest their application in cosmetic and pharmaceutical compositions. "It is 
prima facie obvious to combine two compositions each of which is taught by the prior art 
to be useful for the same purpose, in order to form a third composition to be used for the 
very same purpose.... The idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980). Further, optimizing the amounts of the two components for 
the same purpose i.e., enhanced emulsification would have been within the scope of a 
skilled artisan. 

Response to Arguments 

Applicant's arguments filed 10-2-07 have been fully considered but they are not 
persuasive. 

Applicants argue that the claimed combination of oligoglucosides and 
dicarboxylic acid monoester salts result in enhanced foam stability and mucus 
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membrane compatibility (table 1 on page 26 of the application) and that the claimed 
invention is not obvious over '887 and JP references of record. It is argued that '887 
discloses alcohol-enhanced emulsification mixtures comprising fatty alcohol monoester 
of aliphatic dicarboxylic acid and a fatty alcohol but fails to teach the claimed 
dicarboxylic acid monoester salts. It is argued that JP discloses emulsion comprising 
alkyl polyglucoside as an emulsifier and a polyglycerol ester but not the combination of 
the instant components a and b. It is argued that there is nothing in the teachings of JP 
or '887 to obtain a useful emulsifier by removing polyglycerol ester of JP and adding 
fatty alcohol monoester of aliphatic dicarboxylic acid of '887 and that the combination 
would render increased foam stability and mucus membrane compatibility, which are 
unexpected. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). In the instant case, each reference teaches one of the claimed components as 
an emulsifier and the combination of emulsifiers of the cited prior art results in enhanced 
emulsification. With respect the unexpected properties of foam stability and mucus 
membrane compatibility, examiner notes that the inventive composition 1 and the 
comparative composition C4 have equal amounts of the claimed components and yet 
the instant composition shows higher foam and lower irritation. It is not clear as to how 
the comparative is different from the inventive composition so as to render the above 



Application/Control Number: Page 7 

10/088,731 

Art Unit: 1615 

properties. Further, instant claims recite foam stability, whereas the table above shows 
increased foam and applicants have not correlated that an increase in foam equals 
stability. '887 suggests using the composition for cosmetic and pharmaceutical 
purposes and 'JP recognizes the emulsification properties. Besides both the references 
teach the components to be incorporated in foods, cosmetics and pharmaceuticals and 
hence a skilled artisan would have expected that the compositions are compatible for 
topical or oral use and thus possess compatibility. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lakshmi S. Channavajjala whose telephone number is 
571-272-0591 . The examiner can normally be reached on 7.00 AM -4.00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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